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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 9/19/08 have been fully considered but they are not 
persuasive. 

Applicant argues that the materials and methods disclosed in both Weinstein and 
Babu rely on the presence of materials in addition to the amount needed to form an 
oxide superconductor and that Weinstein and Babu do not suggest formation of an 
oxide superconductor film containing a dopant metal, much less one that serves as 
pinning sites. 

However both Weinstein and Babu teach pinning sites as explained in the 
rejection. Weinstein teaches that the element creating the defect is a rare earth, eg. 
Sm. Babu teach that the material in the defect pinning sites is a rare earth, eg. Sm. 
These elements are substantially similar to those described in the instant specification. 

It appears that applicant is arguing that the amount of dopant the prior art uses is 
different from that instantly claimed. However Weinstein teach that the amount of the 
additive is 2ppm to 6%. This appears to meet the instantly claimed limitations. 

Applicant argues that instant claims 12-17 are further distinguished over the cited 
art in that it does not teach or suggest the instantly claimed ramp rates of "about greater 
than 25°C per minute". 

However one of ordinary skill in the art would recognize that the ramp rate to 
form the intermediate film would be substantially similar for the heating step to form the 
superconductor. 
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Applicant argues that bulk and thin film properties of high performance 
superconducting oxides can vary significantly and that there is no expectation that an 
observation made in a bulk oxide superconductor material would be transferable to a 
thin film oxide superconductor. 

However the Jin taught advantages in the bulk oxide due to the pinning sites 
(improvement of Jc observed when yttrium is partially substituted with some of the rare 
earth elements) would motivate one skilled in the art to use the instantly claimed 
amount of dopant in Riley because advantageous properties in thin films is high if 
reported for the same material in bulk form as taught by Jin. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Application/Control Number: 10/758,710 Page 4 

Art Unit: 1793 

Claims 1, 4-7, 9-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Riley (WO 01/08169) in view of any one of Weinstein (U.S. 6525002) and Babu 
(New chemically stable...). 

Riley teach a process of disposing a precursor solution onto a biaxially textured 
substrate (page 7) to form a precursor film wherein the precursor components comprise 
an organic solution of metal trifluoroacetates prepared from powders of salts of barium, 
yttrium, and copper wherein after application, the precursor is heat treated to a 
temperature of 300-500°C (page 19) at a rate of at least 5°C per minute (page 22) 
wherein the intermediate film is heated at a temperature of 700-825°C in the claimed 
environment (page 22). 

Riley fail to teach that a dopant comprising a metal compound is in the precursor 
solution that is capable of replacing one or more of the rare earth and alkaline earth 
metal of the rare-earth/alkaline-earth/transition metal oxide. 

Weinstein teach a process for making superconductors (col. 1) wherein the 
precursor superconducting material includes a metallic compound suitable for forming of 
pinning sites (col. 5-6). 

Babu teach a process for making superconductors (page L44) wherein precursor 
salts are mixed with an additive and thoroughly mixed and then calcined to provide 
nano-sized pinning centers (page L44). 

It would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to provide the precursor superconducting material 
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includes a metallic compound in Riley in order to form pinning sites as taught by either 
Weinstein or Babu. 

Regarding claims 4 and 5, Weinstein teach that the amount of the additive is 2 
ppm to 6%. This appears to meet the instantly claimed limitations. 

Regarding claim 18, the prior art teach a substantially similar process as that 
instantly claimed such that the properties resulting from the prior art process are 
substantially similar to those instantly claimed, including orientation. 

Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Riley (WO 01/08169) in view of any one of Weinstein (U.S. 6525002) and Babu (New 
chemically stable...) and Jin (Superconducting properties of...). 

Riley teaches a method of making a superconductor as described above. 

Riley fails to teach the instantly claimed amount of dopant. 

Jin teach a method of making superconductors (page 75) wherein 20% of rare 
earth elements are substituted with additional elements (page 76) for the purpose of 
raising the Jc (page 78). 

It would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to provide substitution of 20% of rare earth elements 
with additional elements in Riley in order to raise the Jc as taught by Jin. 
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Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Riley 
(WO 01/08169) in view of any one of Weinstein (U.S. 6525002) and Babu (New 
chemically stable...) and Feenstra (U.S. 5972847). 

Riley teach a process for making a superconductor as described above. 

Riley fail to teach that the oxide superconductor is biaxially oriented and that the 
oxide superconductor has a c-axis orientation that is substantially constant across its 
width, the c-axis orientation of the oxide superconductor being substantially 
perpendicular to the surface of the substrate. 

Feenstra teach a method for making superconductors (col. 1) wherein it is known 
that biaxial texture is required to obtain high transport critical current densities (col. 1). 
Also taught is that the most favorable YBCO orientation is with c-axis perpendicular to 
the substrate (col. 4). 

Riley teach that a-axis oriented grains should be minimized (page 27). 

It would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to provide biaxial textured superconductors and c-axis 
perpendicular to the substrate in Riley for the purpose of obtaining high transport critical 
current densities the most favorable YBCO orientation is with c-axis perpendicular to the 
substrate as taught by Feenstra. Additionally, one would be motivated to provide c-axis 
orientation constant as Riley teach that a-axis oriented grains should be minimized. 

Claim 70 is rejected under 35 U.S.C. 103(a) as being unpatentable over Riley 
(WO 01/08169) in view of any one of Weinstein (U.S. 6525002) and Babu (New 
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chemically stable...) and Jin (Superconducting properties of...) and McDevitt (U.S. 
5591696). 

Riley fail to teach that the dopant is holmium. 

McDevitt teach that yttrium is replaced with a lanthanide for the purpose of 
providing corrosion resistance (col. 3). 

Holmium is a well known lanthanide. 

It would have been obvious to one of ordinary skill in the art at the time 
applicant's invention was made to provide yttrium replaced with holmium in Riley in 
order to provide corrosion resistance as taught by McDevitt and because holmium is a 
well known lanthanide. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAUL A. WARTALOWICZ whose telephone number is 
(571)272-5957. The examiner can normally be reached on 8:30-6 M-Th and 8:30-5 on 
Alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Paul Wartalowicz 
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